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Reply to Office action of June 7, 2007 



REMARKS/ARGUMENTS 

In the Office action dated June 7, 2007, the examiner indicated that the Information 
Disclosure Statement submitted on January 16, 2007 did not include copies of the cited 
reference. Applicant re-submitted this Information Disclosure Statement along with a copy of 
the cited foreign reference on June 18, 2007. A copy of this re-submission, including the foreign 
reference appears in the image file wrapper on the Office's PAIR page for this application. 
However, for convenience, applicant attaches to this response a copy of the January 16, 2007 
Information Disclosure Statement and a copy of the cited foreign reference. 

Turning to the claims, the examiner maintained the objection to claim 12 under 37 CFR 
§1.75 and MPEP §706.03(k) as being a substantial duplicate of claim 10. In maintaining this 
objection, the examiner argues that a positive electrode and a separator are "inherent to 
rechargeable lithium batter[ies]," and therefore that claim 12 is a substantial duplicate of claim 
10. However, applicant has amended claim 10 to recite a negative electrode for a rechargeable 
lithium battery. MPEP 706.03(k) notes that a "mere difference in scope between claims" is 
enough to avoid an objection under that section. As claim 10 is now directed to a negative 
electrode, and claim 12 is directed to a lithium rechargeable battery, applicant submits that the 
claims are sufficiently different to obviate the examiner's objection under CFR §1.75 and MPEP 
§706.03(k). 

In addition, the examiner maintained the rejection of claims 10 and 12 under 35 U.S.C. 
§ 102(b) as allegedly anticipated by, or in the alternative under 35 U.S.C. § 103(a) as allegedly 
obvious over Idota (U.S. Patent No. 5,618,640). In maintaining this rejection, the examiner 
simply states that "Idota discloses a rechargeable lithium battery with a negative electrode 
consisting essentially of a carbonaceous material as the negative electrode active material." 
Office action, page 4. However, Idota fails to teach a negative electrode consisting essentially of 
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a carbonaceous material. In fact, Idota expressly teaches away from a negative electrode 
consisting essentially of a carbonaceous material. At Column 1, lines 17-32, Idota notes that 
metallic lithium precipitates on carbonaceous negative active materials upon overcharge or rapid 
charge. In addition, Idota notes that carbonaceous materials have low density and low capacity 
per unit volume, thereby limiting the discharge capacity of the battery. In response to these 
limitations, Idota discloses the use of a MlM2pM4q compound as the main component of the 
negative active material. 

Moreover, the transitional phrase "consisting essentially of," used in claims 10 and 12, 
excludes those materials that would materially affect the basic and novel characteristics of the 
claimed invention. Idota discloses a negative active material in which the main component is a 
M'M^M 4 , compound in whkh M 1 and M 2 may be Si, Ge, Sn, Pb, P, B, Al, As or Sb and M 4 
may be O, S, Se or Te. See Column 4, lines 19-33. The addition of a M'M 2 p M 4 q compound to a 
carbonaceous negative active material, as claimed in the present application, would materially 
affect the characteristics of the claimed invention, as evidenced by the disclosure in Idota. 
Therefore, Idota fails to teach or suggest a negative electrode consisting essentially of a 
carbonaceous material, and claims 10 and 12 are allowable over Idota. 

The examiner also asserted that claims 10 and 12 are product-by-process claims by virtue 
of the limitations directed to the amount of gas generated during initial charging and discharging. 
While applicant disagrees with this characterization, applicant also notes that the products, 
namely, the negative active material and the rechargeable lithium battery, are allowable over 
Idota independent of this limitation, as discussed above. 

Claims 10 and 12 remain pending in this application. By this amendment, applicant has 
amended claim 10. The amendments find full support in the original specification, claims and 
drawings. No new matter is presented. In light of the above amendments and remarks, applicant 
submits that both of claims 10 and 12 are in condition for allowance. Applicant therefore 
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respectfully requests reconsideration and a timely indication of allowance. However, if there are 
any remaining issues that can be addressed by telephone, applicant invites the examiner to 
contact applicant's counsel at the number indicated below. 



Respectfully submitted, 

CHRISTIE, PARKER & HALE, LLP 




David A. Plumley 
Reg. No. 37,208 
626/795-9900 



LES/les 



KJD PAS744605.1-*-09/6/07 7:37 PM 
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Trademark Office on January 16. 2007. 
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Filed : 

Title : 



INFORMATION DISCLOSURE STATEMENT WITH FEE 
UNDER 37 CFR §§ 1.97(d) AND 1.17(p) 

Commissioner for Patents Post office Box 7068 

P.O. Box 1450 Pasadena, CA 91 109-7068 

Alexandria, VA 223 1 3- 1 450 January \ 6> 2 007 

Commissioner: 

In compliance with the duty of disclosure under 37 CFR §§ 1.56, 1.97 and 1.98, and in 
accordance with the provisions in the Manual of Patent Examining Procedure §§ 609 and 
707.05(b), enclosed is FORM PTO/SB/08A/B listing a reference that is known to applicant. A 
copy of the listed reference is enclosed. 

It is respectfully requested that the listed reference be considered in the examination of 
this application and identified on the list of references cited on the patent issuing for this 
application. Applicant also requests that an initialed copy of FORM PTO/SB/08A/B be entered 
in the application file and returned to applicant with the next communication from the Office in 
accordance with MPEP § 609. 



Application No. 10/767,875 



Applicant's undersigned attorney hereby certifies, in accordance with 37 CFR § 
1.97(e)(1), that each item of information contained in the information disclosure statement was 
first cited in a communication from any foreign patent office in a counterpart foreign application 
not more than three months prior to the filing of the information disclosure statement. 

Enclosed, via deposit account, is the processing fee of $180 as required by 37 CFR § 
1.1 7(p). The Commissioner is hereby authorized to charge any fees which may be required by 
this paper to Deposit Account No. 03-1728. Please show our docket number with any Deposit 
Account transaction. 

Respectfully submitted, 
CHRISTIE, PARKER & HALE, LLP 
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